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To: Mail Stop 8
Diirector of the 11.8. Patent and 'I'rademark

P.O. Box 1450

Alcxandria, VA22313-1450 | @ TRADEMAR
n Comp]mnce with 35 US.C. § 290 and/or 15 U.S.C. § 1116 you arc hereby advised that a court action has

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
K

Office

heen fited in the 1.8, District Court United States District Court for the Western District of Washington on

the following: __ Patents or _X_ Trademarks:

DOCKET NO. \DATE FILED 178 District Conrt United Stales District Court for the
Western Dhstrict of Washington

P08 —cvQI224-JLR__ I&/14/08

PLAINTIFF DEFTENDANT

Honey House 1I.C Endrody EnferprisesInec . .

PATENT OR PATENT OR PATENT OR
TRADEMARK NO _TRADEMARK NOQ. | z _

1. See attached ) 11
7 S | VN 4
R 3 i

1 ol .14

5. 10 15

In the above—entitled case, the following patents(s)/ trademark(s} have been included:

DATE INCLUDED INCLUDED BY
L L Amendmer_ir_ Answer _Cross Bill . Other Pleading
PATENT OR PATENT OR PATENT OR
i1 6 i 11 —
7 12
i I k!
4 14 -
10 15 ]
In the above-cntitled case, the following decision has been rendered or judgmen:, issued:
DECISIONAUDGMENT
CLERK BY) DEPUTY CLERK DATE
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- UNITED STA'TES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON
- AT TACOMA

Honey HousE, LLC, a Washington limited e
Yiability company, Civil Action No,

PlaintifF, .
COMPLAINT FOR DECLARATORY
JUDGMENT

V.

J. ENDRODY ENTERPRISES, INC., a Washington
corporation, d/b/a The Bockeeper’s Sceret,

Defendant.

COMPLAINT FOR DECLARATORY JUDGMENT

COMES NOW Plaintill above-named, and herein avers and states as follows;

PARTIES
1. Plaintiff Honey. House, LLC (“Heney House™ is a limited liability company
organized and existing under the laws of the state of Washington, having a principal place of

business located at 7704 48" St. E., Fife, Washinglon 98424,

2. On information and belief, Defendant J. Bndrody - Bnterprises, Inc., d/b/a The

 Beekeeper’s Seeret (“Beekeeper”) is a business entity organized and existing vdder the laws of

VAIDEBERA JOmMEDN & GANDARR LLP
COMPLAINT FOR DECLARATORY JUDGMENT Welly Fargu Plas 1301 Pacific avenoe,
CIVIL ACTION NC. " 3{:}‘“ 190“3“402 4391
- Tacoels, Washingron -
Page 1009 Talephome 253.303.3751 Fevosdulle
151.3€3,6371
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the state of Washington, having a mailing address of P.O. Box 806, Medina, Washington 98039-

0806. Its registored agent is located at 16230 NE 95 Ct., Redmond, Washington 98052,

JURISDICTION AND VENUE
3. This is an action for declaratory relicf and judgment under the trademark and
copyright laws of the United States, 15 U.S.C. § 1051 ef seq., 17 U.S.C. § 101 ot seq., z.md under
the laws of the state of Washington, RCW 19.77 ef sey., all ag permitted under 28 U.S.C, § 2201

et sey., and Fed, R, Civ. P, 57,

4. This Court has subject matter jurisdiction over Counts I and II pursuaut to 28

US.C §3 1331 and 1338(a), 15 U.S.C. § 1121, and 28 U.S.C. § 2001, as these Counts arise

under the laws of the United States. This Court has subject matter jurisdiction over Count TIT
puirsuant t 28 U.S.C. § 1367(a), as Count I1I sets Torth a claim that is so refated to the other

claims in this action within the Court’s original jurisdiction that they form part of the same case

-or eonlroversy under Articlé 11 of the Uniited States Constitution,

5. This Court has personal jurisdiction over the Defendant by virtue of, mmong ofher
things, Defendant’s contacts and activities with and within the state of Washington and this
fedleral district including, but not limited to, conducting business in this District diref:tl&f related
to this action, the transmission from and within the state of Washington of multipte
communications directed to Plaintiff and alleging violation of Defendant’s purperted trademark,
copyrright, and other rights, including ccase and desist [ettets alleging Plaintifl”s infringement of
Defendant’s purported trademark and copyrighl rghts.

6. Venue is proper in this judicial District pursuant to 28 U.S.C. §§ 1391(b) and (c),

and 1400(a), because Defendant resides in and may be found in this judicial District por 28

VAKGERERG JOHNSCN & (iaypapa LLP

COMPLAIMT TOR DBECLARATORY JUDGMUENT #ella Pargo Clata 129: pagifle Kvenua,
CIVIL ACTEON NG sulee 1900
Page 2 of & R racoma, Woshington $0402-4321

‘ralephane T63.I03.1791 Pacpimila.
253.303.6377
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1.8.C. § 1391(c), and a substantial part ol the cvents or’omissions giving risc to the claims

occurred in this District,

BACKGROUND FACTS
7. On May 20, 2008, the United States Patent and Trademark Office duly and lawiulty
issued 1nited Statés Trademark Registration No. 3,430,619 (“the Honey House Federal Marlc™y
to 1l_nﬁey House. A true and correct printout of the mark as # appears in the United States
Patent and Trademark Office’s online database is attached hereto as Exhibit A, A true and
correct copy of the Honey House Federal Mark registration cettificate-is also attached hereto as
Exhibit B. The Honey House Federal Mark is valid, subsisting, enforceable and owned by

Honey House.

8. In 2001, the Secretary of State of the state of Washington duly and lé.wﬂzlly issued
Washington: State Trademark Regislration Nu, 29,477 (“the Honey House State Mark™) to Ruth
Ingles (fk/a Ruth ‘Willis), who subsequently transforred all xight and interes’F in-and to atl
registered and nnregistered trademarks, including this mark and registration, to Honcy House,
A true and correct copy of the Huney House State Mark regisiration certificate is attached hereto
as Exhibit C. The Honey Hous‘e State Mark is valid, subsisting, enforcoable and owned by

Honey House.

9, Homey House has used and continues to use the Honey House Federal Mark and
State Mark in connection with goods that it effers for sale and sells. The Honey House Federal
Mark and State Mark ate associaled by customers of Hoeney House with the goods that Honey

House sells, and identify Honey House for customers 23 the source of said goods.

VanokHERG JOHEGON & GauoARh LLE
COMPL AT FOR DECLARATORY JUNGMENT Hells Farge Plasa 1201 Pacitic Nvenne,
EIVII, ACTION 8O, Suite 1500
“Tagoma, Waghingbon 9J4D%-43132
FPage 3 of? qaluphone 263.303.1791  Faceimbls
253,303 530
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10. Honey House’s use of the Honey House Federal Mark and State Mark kas been and
continues to be lawful, and not in viotation of ﬁny rights under federal or Washington state law

that Beekeeper alleges it may prosently possess or has possessed in fhe past,

11. Despite Honey House’s lawlul activities in using its intellectual property assets_',
Defendant Beekceper sent to Plaintiff’ Honey House o Jetier &ated May 12, 2008, 4 copy of
whicli is annesed herelo as Exhibit D. Beckeeper’s May 12, 2008 letter accused Horney House
of violating purported rights of Beekesper, including “sﬁzte trade name and statc and federal
copyright and trademark rights.” Beekeepet's May 12, 2008 lettor further demanded that Honcy
Heuse immediately discontinue use of marks “in order to avoid commencement of a (radematk

and copyright infringement action under bath state and federal law.”

12, Beeckecper thereafter sent a second letter, dated June 12, 2008, a copy of which is
annexed hereto as Exhibit B. Beekeeper's June 12, 2008 letter again alleged infringement by

Honey House of “federal copyright and trademack righits, as well as ... Washingfon Statc

trademark rights.” Beekeeper’s June 12, 2008 letter also requested that Honcy House complete

a form provided with the letter to cancel Honey House’s valid and enforceable Washington

State trademark registration.

13. Beckeeper thereafler sent a thivd fetter, dated July 1, 2008, alleging tradematl

infringement. A copy of this letter is attached hereto as Exhibit F.

14. Tollowing a request on behalf of Honey [Touse 1o explain the bases for 'Bcekeeper’s
various claims, Beekeeper sent a fourth letter with enclosures dated July 28, 2008, a copy of

which is annexed hersto as Exhibit G. Beckeeper’s July 28, 2008 letter again alleged that

Vanveseny Jouksoe & Garpape LLP

COMPLAINT FOR DRCLARATORY JUNGMUNT Welly yargo Flaza 1301 PRoific Avenus,
CEVIL ACTIN MY suite 14900
Page 4 of ) Tacone, Weshlngton S(403-4191

wplephone I5I. 303, 3751 Faggluila
453,383 .6377
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Honey House “is infringing on {Beekeeper’s] state and federal trademark rights, ‘a3 well

federal copyright.”

15. Beckeeper's July 28, 2008 letter goes on to allege that Beekeeper has “ﬁnultiple
valid. claims against [Honey House], including federal trademark iﬁﬁ'ingemcnt under the
Lanham Act; federal unfair competition under the Lzmha.m. Act; violation of the Tederal
Trademark Dilution Act; violation of the Washington State Consumer Protection Act; federal
copyright infringement under the Tederal Copyright Act of 1976; and unfair competition under

Washington common law.” The July 28, 2008 lctter demands that 1loney 1louse “pull all

inventory and materials ... and discontinue any further production and marketing.” The letter

further threatens “an action in federal court...”,

16, Beekeeper_ included with its July 28, 2008 leiter the purported federal and state

trademark and copyright registrations on which its claims of infringement are allegedly based.

These include U.S, Trademark Reg. No. 2,155,752, Washington State Trademark Reg. No.

24,632, and ULS. Copyright Reg, Nos. TXu000793411 and TXu000736119 (see the enclosures

to Exhibit G).

17. On information and belief, the bee/circle/hexagon design that Beckoeper claims ag
its exclusive federal trademark is and has been used for years in the form of a mold by
beekeepers in molding bees wax, This precise design is currently sold by Jones Bee Company,
for exumple, via the website with URL hittp:/f www.j011esbee.cbrm’plastic.html#beeswax, p1'dduct
descriptor “2-in-1 Hex Bee Mold.” This and other third-party usage is, on inforraation and

belief, without any right or license from Beekeoper, and nsgates any claim to exclusivity by

Beekeeper.

VARDERERG JOINEeH & Crumarn LTLP
COMPLAINT FOR DECLARATORY JIJDGMBNT walls Faugo PLRZA 1201 pacielo Avenus,
CIvIL, ACTION NG Gutte 1900
Fage 5 of + Tacoma, ¥ashington §31442-4351

Teluphone 283.387,379% raculmile
253.203.6317
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COWUNTI
DLCLARATORY JUDGMENT UNDER FEDERAL TRADEMARK LA’W 8

18. Plaintiff repeats and re-alleges paragraphs 1-17 as if fully set forth herein.

19. Defendant has accused Plaintiff of, among other things, federal wadematk
infringeient aud federal unfair competition under the Lanhiam: Act, as well as violation of the

Federal Trademark Dilution Act.

20. There i3 an actual and gubstantial controversy between Plaintiff and Defendant

arising under the Federal Trademark Laws, 15 U.S.C. § 1051 of seq.

21, Plaintiff requests that the Court declare the rights and other legal relatjons bctwcen
P]amtlﬁ‘ and Dcfenclant under the Federal Trademark Laws, 15 U.S.C. § 1051 e seq., and in
particular declare that Plaintiff’s use of the Honey House Federal Mark and Honey House State
Mark does not and has not vielated or infringed any tights thal Defendant may have under the
Federal Trac‘.{';-:mark Laws. |

COUNT II
DECLARATORY JUDGMENT UNDER FEDERAL COPYRIGHT EAWS

32, Plaintiff fopeats and re-alleges paragraphs 1-21 as if fully set forth herein.

23. Defendant has accused Plaintiff of, among other things, federal copyright

infringement undet the Federal Copyright Act of 1976,

24. There is an actual and substantial controversy between Plaintiff and Defendant

arising under the Federal Copyripht Laws, IAT U.5.C. § 101 ¢f seq.

25, Plaintiff requesis that the Court declare the rights and other legal relations between

Pleintiff and Defondant under the Federal Copyright Laws, 17 U.S.C. § 101 ef seg., and in

_— Vanornrrs Jomisow & GripaRA LLP
COMPLAINT FOR DRCLARATORY IUDGMENT . %a11s vargo Plana 1301 »sgific avenue,
CIVIL ACTION WG, sni;e 1904

— Tacums, Washlugton §2403-4391
Fayge 6ol 9 . Telaphons 351.161.3791 racaimile
#53.380.8477
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partieular dectare that Plaintiff™s Honey House Federal Mark and Honey House State Matk do
not and have not violated or infiinged any rights that Defendant may have under tho Federal
Copyright Laws,

. ! COUNTHOI .
DECLARATORY JUDGMENT UNDER WASHINGTON STATE LAWS

26, Plaintiff repeats and re-alleges paragraphs 1-25 as if fully set forth herein,

27. Dcfendant hss accused Plaintiff of, among olher things, violation of the

Washinglon State Congumer Protection Act, Washington trademark laws, ‘and  unfair

competition under Washington common law.

28, There is an actudl and substantial controversy between Plaintiff and Diefendant
arising under the Washington State Consumer Protection Act, ‘Washington trademark laws, and

Washington common law, pursuant to RCW 19.86 ef seq. and 19.77 ef seq.

29, Plaintiff requests that the Court declare the rights and other legal relations between
Plaintiff and Defendant under the Washingtort State Consumer Protection Act, Washington
tradematk laws, and Wﬂshingwn common law, and in particular dccla;re that Plainlift™s use of
the Ha}ﬁey House Federal Mark and Honey House State Mark does not and has not violated or
infringed any rigﬁts that Defendant may have under the Wasllingfon State Consumer Proteclioﬂ

Act, Washington trademaik laws, or Washingion common law.

PRAYER

WHEREFORE, Plaintiff prays that the Court:

| VANPEDEES JORSBON & GRNDARA LLY
COMTLAINT FOR DECLARATORY JUDGMENT Wells Favgo vlaza . 1301 TaclEly avenna,
CIVIL ACTION NO. ::{l:e 1000 434038
1 Taonma, Washingron 944 35-a301
Page T of 9 suivphong 203.383.9791  Facwimile
283 .382.6377
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1. Enter judgment declaring that Plainﬁf‘f has not and is not violating any rights of
Defendant under the Trademark Laws of the United States, 15 U.8.C, § 1051 ef seq., and in
particular declare that Plaintiff’s use of the [loney House Federal Mark and ) longy House State
Mark doss not and has not violated or infringed any rights thai Defendant may have under the

Federal Trademark Laws,

2. Enter judgment declaring that Plaintiff has ot and is not violating any rights of
Defendant under the Copyright Laws of the United States, 17 U.S.C. §101 & seq., and in
particufar declare that Plainfiff’s Honey House Federal Mark and Honey House State Mark do
not and have not violated or infriinged any righis that Defendant may have under the Federal

Copyriglit Laws;

3. Entor judgment declaring that Plaintiff has not and is not viclating any rights of
Defendant under the Washington State Congumer Protection Acl, the Washingion Trademark
Registratioﬁ Act, or Washington gommon law, and in particular declare that Plaintiff’s vse of
the Honey House Federal Mark snd Honey House State Mark doss not and has not violated or
infringed any rights that Defendant may have vader the Washington Staté Censutmer Protection

Act, the Washington Trademark Registration Act, or Washington common taw;

4. Award Plaintiff its attorneys’ feeg and costs of suit, as permilted by statule, rule,

equity, or otherwise; and

5. Award Plaintiff such other and further relief as the Court may deemm just, cquitable,

and appropriate,

6. Enier an injunction enjoining Defendant from any [orther allogation or conduct

which states or implies that Plaintiff is violating any of Defendant’s asscrted rights.

VANDEEBRG JOMNION & CANDARAa LLP

COMPLAINT FOR DECLARATORY JUDGMENT Wolle Frxgd Plara 1201 TaciEle Avenua,
CIVIL ACTION HO, _ — Gulke 1909
Page § of ¢ Tacoms, Hashingran 9B402-43¢1

Telophony 203,383.3751 Facaluniie
283 3083.63
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Date: _ August 14, 2008

COMPLAINT YOR DECLARATORY JUDGMENT
CIVIL ACTION WO,
Pnge 0 of &

{s/Neal H. Luna
Neal H. Luna

nfuna@vjglaw.com
Vandeberg Johnson & Gandara LLP
Wells Fargo Ilaza
1201 Pacific Avenue, Suite 1900
Tacoma, Washington 98402-4391
(253} 383-3791 Telephone’
(253) 383-6377 Facsimile

Gary E. Hood
hood@mbhb.com
Michael H. Baniak (of counsel}
baniak@mbhb.com
McDonnell Boehnen Hulbert & Berghoff LLP
300 South Wacker Drive
Chicago, linois 60606
(312) 913-0001 Telephone
(312) 913-0002 Tacsimile

Attomeys for Plaintiff HoNeEY HoUusg, LLC

VrRpERERY JoRNEoN £ Grroaskh LLP
¥elle Fargo Plaza 1201 Eaclflc hvenue,
Buike Ldbd
Tatoms, Haghington 9840244351
Telephone 293.203.3951 Zacainilo
ABIAET AT
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United States Patent and Trademark Offlce

Home | Site Index |Search | FAQ| Glnssary | Guities | Contacts feBusinass|eBlz alerts [News| Help’

Tradé_marks > Trademark Electronic Search System (TESS)

- TESS was last updated on Wed Aug 13 04:11:24 EDT 2008

' Jemicns frscronfion o rascio

: Please Iogout when you are done to release system resources allocated for you.

i’ to record: I-——wm Recard 6 Out of 9

. Botren . [ kewe T Biaick Visi

REELTE | 5o the “Back” button of the Internet

Goods and 15003, US 001 004 006 080 051 052, & & S Hand and body skin lotions and creams; Skin care and h
Services personal care products for adults, children and babies, namaly, topical moisiurizers, cosmetics, skin

condilioners, finger nall and toe natl cuticle conditoners, and hair cond’ tloners FIRST USE:
. 20000815, FIRST USE IN COMMERCE: 20000815 : .

Mark Drawing

Code (2 }DFSIGN OMLY

Design Search  03.23.08 - Bees; Homets; Wasp; Yellowjackets

Code "+ 26.15.01 - Polygons as carrlers of as single-or multiple fine borders . ) 7
Trademark ANEINY Invertebrate;animale that ara facking a spinal column, have no batkbone or intemal skelston

Search Facility SHAPES-GEOMETRIC Gaometric figures and sollds Includlng squaras, rectang\es quadrnilaterals and
Classlflcation  polygens

Code SHAPES-MISC Miscellanaous shaped designs
Sarial Number 77276924

Fillng Rate ~ September 11, 2007

Current Filing

Bagis - 1A

Orlginal Flllng

Basls A

Publishad for

Opposition March 4, 2008 , _
Changeln - opANGE IN REGISTRATION HAS OCCURRED

Reglstration

lof2 o : ' 8/13/2008 3:56 I'M
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Registration 3430619

Number
Registration
Date Mey 20, 2008
Owner (REGISTRANT) Honey House, L.L..C. DBA Honey House LTD LIAB CO WASHINGTON 7704 48th
‘ Street East Fife WASHINGTON 93424
Attorney of
Record Neal Luna , . ‘ _
Dascription of  Color is not clalmed as a featura of the mark. The mark consists of an Image of & honey hee enclosad
Mark " within a honeycomb ar hexagon. ‘The stippling s for shadmg purposes only.
" TypeofMark  TRADEMARK
Reglster PRINCIPAL
Live/Dead UVE

Indicator

| HOME § SIFE INDEX) BEARCH | sBUSINESS ) HELF } PRIVACY POLICY

$/13/2008 3:56 M.
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EXHIBIT B
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CERTYFICATE OF REGISTRATION
PRINCIPAL RI}GISTFR |

The Mark shownin (his cer'r.f leatte hiay heen regutefed in the Upited! Shitey

 Patent and Trademark Qffice fo the named regwtranf

he records of the Uniied States Patent and deemark Office-show that

-an application for regisivation of the Mark shown in this Certificate was filed in the

Office; that the application was examined and determined io be in complionze with
the requirements of the law and with the regulations prescribed by the Director of the
Uniited States Patent and Trademark Office; and thai the Applicant is entitled to
regisiration of the Mark under the Trademark Act of 1946, as Amended. -

A copy of !}ze Mark afza' pert’ment duta from the apphca!mn are part of
this certificate.

To avoid CANCELLATION of the regrstmmm, the owner of the
registration nust submit ¢ declaration of continued nse or excusable non-use
hetween the fifth and sixth pears after the registration date. (Sce nexi page for more
iformation,) Assuming such a decluration is properly filed, the registration will
remain in force for ten (10) vears, waless terminated by an order of the Fonm isioner

Jor Trademarks or o federal court, (Seée nexi page for mformaimn on muinienance

requiremienis for aucce.ssm fen-year periods,)

Divector of the United States Patent and Frademark Gjfice

W
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. REQUIREMENTS TO MAINTAIN YOUR WEDERAL
TRADEMARK REGISTRATION

Reqmremenis in the First 'len Yeaur'-';+
What and When to File:

» Trst Fﬂmg A Declaration of Conunuegl Use (or Excusable Non-use), filed between the
5th and 610 years after the registration date. (See 15 U.S.C. §1058; 37 C.ER. §2.161.)

s Second Filing: A Declaration of Continued Use {or Excusable Non-use) and an '
Application for Renewal, filed betweern the 9th and 10N years after the 16,0;13[] ation date. -~
{See 15 US.C. §IO‘58 amd§1059 37CER. §2.161- cdeIS%) '

Requu ements in Sucecessive Ten-Year Periods®
What and When to File: - :
» A Declaration of ContinuedUse (or Excusable Non use) and an Application for
Renewal, filed between each 9th and 10th-year period after the date when the first
ten-year perlod ends. (See 15 U.S.C. §1058 and §1059 FTCEFR §2.161 and 2 183 }o.

Grace Period ]“llmg:*

There i3 a six-month grace period fm ﬂ]mg the documcnts hsted abave, w1Lh payment of
an addmenal fee.

The U. .‘5 Patent and Trademark Office (USPTO) will NOT send you any ﬁllure notice
or rewinder of these filing requirements. Therefore, you should contact the USPTO
approximately ene year prior to the deadlines set forth above to detel mine the
requirements and fees for submission of the required filings.

NOTE: Elecironic Jorms for the above docurnents, as well as mfommnon regardmg '
turrent Jiling requzrements* and fees, are available online at the USPTO web site: .

WWW.usplo.goy

YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NG r
FILE THE DOCUMENTS IDENTIFIED ABOVE DURING THE -
_ SPECIFIED TIME PERIODS. |

*Exception for the Extensions of Protection under the Madrid Protocol; ,
The holder of an international registration with an extension of protection to the United .
States must file, under stightly diffcrent time periods, a Declaraticn of Continved Use (or
Excusable Non-use) at the USPTO. See 15 U.S.C. §1141k; 37 CFR. §7.36. The renewal
of an international registralion, however, must be filed at the International Bureau of the
World Iniellectual Property Drgamzauon ‘undeér Asticle 7 of the Madrid Protocol. See 15
U.S.C §1141j; 37 CER. §7.41
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Int. .03
Prior US, Cls.r 1, 4, 6, 50, 51 and 52

United States Patent and Frademark Office

Reg. No. 3,430,619
Registermi Ny 20, 2008

TRADEMARK
PRINCIPAL REGLSTER

HONEY 1JOQUSE, LL.C [WASHINGTON LTD
LIAR COY, DA HOMNEY HOUSE

7708 ABTH STREET BAST

FIFE, WA 98124

FOR: HAWD AND BODY SKIN LOTIONS AND
CREAMS; SKIN CARE AND PRERSONAI. CARE
PRODUCTS FOR ADUETS, CHILDREN AND BA-
RIES, NAMELY, TOPICAL MOISTURIZERS, COS-
METICS, SKIN CONDITIONERS, FINGER NALL
AND TOE NATL CUTICLE CONDITIONERS, AND
HAIR CONDITIONERS, TN CLASS 3 (U5, OLS. 1, 4,6,
50, S1AMIY 59).

FIRST USE 8-15-2000; iN COMMERCE 8-15-2000,

THE ETIPPLING 18 FOR SHADING PURPOSER
OMLY.

THE MARK CONSISTS OF AW IMAGE OF A
HONEY BEE ENCLOSED WITHIN A MONEYCOMT
OR HEXAGON.

SER. NG, 77-275,%24, FILED S-11-3007,

CIMMERIAN COLEMAMN, EXAMIMNING ATTOR.
NEY
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EXHIBIT C




Case 2:08-cv-01224-JLR  Document 2-2  Filed 08/18/2008 Fage 18 of 47

TRADEMARK o
REGISTRATiONfRENEWﬁL b

{Por Chaphe beTT RO S
FEE: 550

bPY TS 1 AR e ol i e e ¥

FILED
BECRETARN-QF BTATE

+ Plasse PRINT os TYPE i biaok ink
* §lpn, date und ratum aitiinagl AND DNE
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HELSELL
FETTERMAN

May 12, 2608 ' Elizabeth J. Bams
. . . Atturaay At farw

EMAIL: gbermei@helsell com
DRECT DIAL: 206-089-2161

Ms. Ruth Ingles

The Honey 1 louse
7704 46" Strest Bast
Fife, WA 98424

RE:  Trademark, Copyrighl sand Trade Name Infringement
.. Dear Ms, Ingles: '

It has come to our attention as carperate counsel to Joyce M. Endrody, d/h/a
the Beekeeper's Sacret® of Madina, Washington that you and your business are
currently marketing a product koown as “The Hoaey House Bee Bar” 4n such a way
that the product’s nams, logo and design are confusingly similar in the minds of the
public. to that which is marketed by our client. :

It has further come lo-owr attention that the registation of your conflicting
mark was accepted in error by the Washington Secretary of State. As vou will see in
o attacked copy of the email dated April 8, 2008 1o Helsell Fetterinan paralezgal Irene
Calvo; from the Secretary of State Trademark Office (and copied o vour email addross
ot that tlatu) your trademark will be cancelled by the State Trademmark Office.

In addition to cancellation of the ragistration of yeur mark, we raquest that yon
cease Usiug the mark on or in gonneclion with your products, including but nol
limited to hand and body lotions, soups, and candles. Any sales of your products
uging a logo, packaging, colors, tie materials, and boxes which are identical or simllar
to cur clisnt’s materials are and will be iu violation of our client’s legally protwted

- state trada name and state and federa] copyright and trademark rights.

Helzel Feterman (1P
1001 Fourls Averusz, Sulte 4200 TEL 2062921144
Seatlle, Wa 98154-1154 FAX  206.290.0802 W, HELSELL.COM

zd 7949 726 €92 ‘ G damrn e ol ARW
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May 12, 2008
Page 2 ‘

Your assurance that you have discountinued use of conflicting marks is
requested immediately in order to avoid commencement of a frademark and copyright
infringement action under hoth state and federal law. Thank you in advance for yoar
Ccooporation, :

Very truly yvours,

FETTERMAN LLP

Rlizaheth J. Berns '

ETR:ske
Enclosurs

g 7549 TT6 5 ~ Uiy dprzo 80 HL AR
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HELSELL
FETTERMAN

. . . Elizabeth J. Beras

I'I.lllt? 12, 2008 . Atternoy Al Lew
EMAIL: pbems@hokel.con
DIRECT DIAL; Z06-560-2464

SENT VA CERTIFIED U.S, MAIL

M. Ruth Ingles
PO Box 340
Star, Idaho 83669

Re:  Notice of Federal Copyright and Trademark Infringermnent and
Washington State Trademark Infringement .

Daar Ms. Ingles: - . ’ .

Pursuant to our letter to vou of May 12, 2008, we reiterate thal your company’s
marketing and sele of The Hunvy House Bee. Bar,'a product with 2 design nearly
iduntical to that of our cliant, Joyce M. Endrody, d/b/a/The Beekeoper's Secret®
infringes on ouwr client's feders! copyright and trademark rights, as well as its
Washirgton State trademark rights, :

There has been same confusion as to the authority of the state trademark office’
to unilaterally cancel your trademark registration. Regardless, we do rogoest that you
cancel the trademark registration of your bee design in order to avoid cemmencament
of an infringement action against you and your company under bath State and Federal
law. In addition, we relterate our vequest that you cedse to use the mark on or i
conugction w1th your products such as the "bea bar,” hand and bedy lotions, soaps,
and candles.

In anticipation of your cooperaticu, we enclose herewilh a Rerusst for

Cancellation of Trademark Registration form for your signature. Please rsturn lhe

- signed form to us no lafer than Jung 24, 2008 for our filing with the state trademark
olfice. Thank you in advance for your cooperation,

Very truly yours,

E]Bsske
Enclosure

Helsell Falterman LLP
1201 Foursh Avanine, Sulle 1200 TEL  208,202.1144
Sealile, Wi DB1EA-1154 EAX  2035,340.0902 WWW.HELSELL.COM

g'd ZYAY SEB EAT SIINLYN 3SN0H AZINCH W deglgl go L1 wnr
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To: State of Washington, Secretary of State
Frop:: - Ruth Tngles, Owner
Re: Request for Cancellation of Trademark Registeation Na, 29477

Design of a Bee in a Hexagon

I hereby reguest eancellation of the tradematk repistration for my de rsign of a lce insile a
hexagen, tradetnurk registration number #29477. This trademark is registered in Claes 3 forhand
and body lotions, soaps, and candles, and is used on packaging of produets, literatnre and the
procuct itself. -

I further request that above-teguested vancellation be effective inmediately,

Signed this duy of 2008

Ruth Tngles, Owaer

gd 2949 775 €97 STHNIVN ASN0H AANNH WA detimLoan boune
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- HELSELL
RECEIVED FETTERMAN.
JUL 0 3 mﬂ ' 7 Eilzatelh J. Berns

July 1, 2008

Allomay Al Law

VAUDEBERE J0HNZON 8 GARDARA mmm‘r"ﬁiﬁ" 5066892161

Mr. Neal Luna

Vandeborg Johnson & Gandara, LLD
1201 Pacific Avenue, Suite 1800
Post Office Box 1315

Tacoma, Washington 88401-1315

Re:  Houney Housc Federal Copyright and Trademark Infringement and
‘Washington State Trademark Infringement on 'lhe Beekeeper's
Secrel® protected intellectual properly :

Daar Mr. Tunas

Thﬁl]k you for ynﬁ'r latter of June 23, 2008 sent‘ innresponse to our letters to Ms,
Ruth Ingles (f."k/a Rath Willis} with the Honey House, LLE,

T am on my way out of the office for a week’s holiday and wanted you to kuow
that I will.be back in touch wilh you upon my relurn next week 10 dlauus‘i and
hopefully reselve this malter.

In the meantime, please. be advised that for so ]oug'qs Ms. Ingles continues to

‘use and market her products as previously referenced in vur prior l(JlIlllllJnl(dl.l()ll

with hor, she continues Lo lnfrmge on our chents proteclted marks.

Very truly yours,

EIB:ske
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FETTERMAN

Tt on ' : Ezebalh . Bams
Tuly 28, 2008 . sy tarin
EMAIL: ghems@lelsell.oom

DIRECT DIAL: 205-609-2161

Mr. Nea! Luna . RECRIVED
Vandeborg Johnson & Gandara, LLDP ‘ ,

1201 Pavific Avenue, Suite 1900 . : JUL 29 2008

Post Office Box 1315 - '

Tacoma, Weshington 96401-1315 . VARDVBERG JONNSOR & GAKDARA

Re: oney llouse Federal Copyright and devm.u'k Inhmg,emvnt and
Washington State Trademark  Infringemenl on The Boekoeper’s -
Secret® protected inlellectual property.

Dear Mr, Luna:

Following up on my July 1 letter, end in ro%pnn&v to your June 23 lelter, I
provide the following, Based om the below infurmation snd atlachments, Ms. Ingles

.dha Honey House, LI.C is 1nfrmg1ng on our cliznt’s state and federal 1radema|k rights,

as well as [ederal copyright.

... Statg Trademark: My client filed fora stala trademark on Necembar 5, 1995 T o
her application she certilied that she began using lhe mark and claiming rights
accordingly, as early as May of 1985--long before your client began u%i‘ng, Fer mark,
which infringes on my client’s slate trademark. Autached as Lxhjbﬂ A is o copy of my

© client’s registered state frademark,

As yon are awara, Ms. ]nglos Tiled fm a state trademark on Novc,mbt,r 22, 2008,
She certified that she bagan using the mark in Weshington State, in Janmazy of 2000.
She also cerlified that she began using the mark in Idobo in April 2006, Attached as -
Exhibit B, is a copy of your clienl’s registration and materials,

Your client’s state trademark is strikingly similar to my client's state trademark.
Both marks were filed in Class 3. Both mmarks are used on similar products, laheling
and packaging materials, and in advertisements, and are ol[crod to o common
customer group.

Federal Trademark: My client fited for foderal trademark rights for her desipn

and word marks on April 24, 1897, Date of first ugs for the marks was again certified
s being May 1995. Your client’s state lrademark ls strikingly similar to-my clienl’s
federal design mark. Again, both marks are used on shnilar products, labeling and
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Mr, MNeal Luna
July 28, 2008
Page 2

packaging materials, and in advertisemonts, and are offered lo 2 common customer
group. Attached as Exhibif C is a copy of the foderal trademark,

Your cliant's use of a trademark cansisting of a bee within o hexagon for Clags 3
gaods clearly infringes on my cHent’s trademark, which algo containg a bee within o
hexagon for similar goods, My client clsarly is the prior user of the mark, which has
bacome distinctive and associated with my client's prodocis in the relevant consumer
community. Accordingly, the merk is an 4ssel of significant value to my cliznt, and
your client’s use of u confusingly simitar merk to identily similar goods in competition
withi my client bas and likely will continue lo cause consumer confusion as Lo
sponsorship of the goods.

My client has received colymunication from cuslomers expréssing confusion
between the two products, due to the similority of the mearks, Customers have
communicated with my client about product issues-—confusing her with Ms. Ingles’
businass due to the product similarity. This kind of canfusion has resulted in my

- clisut losing customers aud sales as a resull of misinformation wa].un the relevant

consumear I—Tl O!lp

- Jc"u:rther, there is evidence that your clisnt’s infringement {s willful, Both my
client and Ms. Ingles are crafters that market within the greater Pacitic Northwest and
across slate lines pledommantly via internet sales. My client is prepared o lostify
that she met Ms. Tagles in 1999 at a crafting event at. Pacific Lutkeran University, Ms,
Ingles caune to view her product and display at the event. At thal fime, to my client’s
knowledge, Ms. Ingles was seliing honoy, My client was laler approached about her
product by Ms. lagles at an event at the Tacoma Dome, and has seén har trequently at
various shows., Clearly she familiavized herself with my client’s product before she
began to dvvvlop and market her own.

In regard to your statement in your JUJIP 23 letter that the Washington & L(‘TPL;IIY
of State's Trademark Office and the U.S. Palant and Trademark Office “have.
determined that onr clien’s mark is substantially different than anything your client
appears to be using,” we do not believe this Is supporied by the record, As you are
aware, your client has no faderal registration and the USPTO has made no such .
determination. As you are also aware, the Washinglon Secretary of State’s Trademark
Office has acknowledged your client’s mark was registered with the State in crror. As
D. Ann Peters from the Secretary of State’s Trademark (Hfice has stated in her April 5,
2008 omail, by comparing your client’s mesk with cor clisnt’s mark, “it appears to be
an almost identical design.” (Exhibit 1)) Based on this, we previously requested thal
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Mr. Neal Luna
July 28, 2008
Page 3

your client, in good faith, complutv and return a Fr)rm {o be filad with the Secretary of

'btal(, s "Trademark Office to canéol hor infringing trademark.. She has refused 1o do so.

liederal Copyright; My client obtained copyrights to hu bmchum ‘with the

hexagonal design as well as her circular label on January 21, 1987, Atteched as

Exhibit T is 2 copy of e copyright registrations.  As my clienf owns the valid
copyright which was copied by your client w:tlmm dulhurlz.dUULl your (,]1("1'11 i
infringing o1 the copyr ight.

Based on the Toregoing, my dlient has mu!hpln valid claims against y[)ll: client,
Ingluding -federal trademark infringement under the Lanham Act; federal unfair -
somipetilion under the Lanham Act; viotation of the Federal Trademerk Dilution Act-
violation of the Washington Stale Consumer Protection Act; federal copyrighl -
iniringemaent under the Fedoeral (‘opynght Act of 1078, and nnkau‘ compeLluun under.
Washington cominon law, : ‘

We must insist at this time that your client immaediately pull all fnveritory and
materials (including labiels and packaging) that show the mark, and disconlinue any
further production sand marketing. We further reitorale our request that she
immediately r:uncel het st 119 trademark registralion,

T the event your client doos not cease and desist from continued vse of tho
mark us Jeque.sLed wiz will have no choice but to file an action in tederal court, seek
an immediste injunction, and seek all other remedies including any applicable
statutery damages and attorney fees, and any other available danmg:os fees and costs.
Ihope we are nhIP lo conclnde this maller without having to take such action.

Very trul ¥ yours,

ST, TETTERMARNM LLP

Enclosurés
ElBiske
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B L S8AM REEL, Secretaty omeie of the State of Wushmgion and cu'ifodian of its seal,

§_1 - hereby issue this certificate that aceording to records on file in this office,
. trademark: .

§v] ' : ' THE BEEKEEPERS SLCRET WITH DESIGN

= : o . : .

&) ' ‘7 registered in the State of Washingtor to

& _ S - 7. ENDRODY ENTERPRISES, INC,

gi o © 7 uames of paitners: (ifany)

I o o o o .

‘-‘j; state of incorporation: (i€ any} Washington and T further certify that such trademark

;j‘] o with file # 24632 was renewed on Oclober 18, 2001 and wil) expire vn December 5, 2007,

§’1 ‘ ] .1 forther gertify that the olassification number of the n'adémm'k_is 3 and the -

= . . nctual goods or sewices with which the tradematk is uged ate

é‘] ' - -Al natura] hand Jolion in & cake. ATl watural wight creanand l:p balm,

g] : . : and furnitugs polish, .

ﬁ-] . . 'The dute the tr ademark was first used anywherc is May 1995 and the date the -

By . trademarl; was first used in Washinglon 1s_May 1993, -

D)

Date:  October 24, 2001

Clver wnder my hand and the Sealof the State
of Washington at Olympin, the State Capital

j - . ‘ Sant Ried, Secrelany of State

ST O T,

‘%nnw A AT AT Ay wwwmmrrmmua AT ‘ﬁ.- T

\
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Reg No, 2,156,752

‘ ENDRODY, JOYCE M. (UNITED STATES CITIL-

BN}
P.O. BOX BUG
MEDINA,. WA PROIIORDG -

FOR: PERSONATL, CANE PREFARATIONS,
NAMELY, BODY J0OAPS, HODRY LOTIONS,
NWON-MEDTCATED 1.1 BALM, MIGIHT CRIAM
ARND FURNITURE POLISH ALL MADE WITH

NATURAL BEESWAX, [N CLASS 3 (U3, OLS. 1,
4, 6, 50, 51 AN 523,

FIRS T
5-0- 1993,

USE  5.0-1995, IN’ C(JMM ERCE

THE LINING 1S A FEATURE OF THE MARK
AND DORS NOT INDICATE COLOR. -

SER. NO, 75-280,744, FILED 4-24-1947,

LINDA TL

DLOHM, BEXAMINING ATTORNEY .
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Calvo, Irene M.

From: Psters, D.Ann [dpeters@secsiate.wa.gov]
Sant: Tuasday, April G8, 2008 1:50 PM

To: . Calvo, Irene M,

Qo ~heheyheuse@someastnet

Subject: Waghington frademark arrcr

Attachments: SKMBT_50008041011570,pdf

Dear Ms.lrene Calvo:

In response to your call..il has come to owr atfention that a irademark this office accépted and flled was done in
error, The trademark In question is #28477, The mark is that of a bee deslgn within a hexagon cutline.” By
comparing the rademark fram your dlient with this one, it appears (o be an almost identical destgn. | hava

‘Includad both trademarks in an attachment for your raview. | am algo forwarding this emalt to Ms. Ingles.

Ms. Ingles 1 am leting you know that your trademark s golng to be cancelled due to the similar design. The

Jrademark that you filed was for Washington state only, | will also be refunding your filing fee,

DB Petens

Customet Service Sﬁpervisor
Office of the Secretary of State

. Corparations Division

(360)725-0377

4/87200G3
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rype of Work: Text

Registration Number / Date: -
TLUH00793411 f 1997-01-2

Applicaticn Title: Sguare folding brochure with hexagonal deéign.
Title: ' We hope you like the Beokeeper's Soporet.

Copyright Clalmanlk.:
oo . Joyoe M. Endrody

Date of Creation: 1995

Names : Endrody, Joyoce M.

i e T N N N S N N L S S oSS I S SN T T e s S

httpe/fcocatalog. joc, pov/egi-bin/Pwebrecon.egi g 7723/2008
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-i_ . .them io you by;etu.m. mail ]uat 11 mit X4 i :
(Clmck ar m;mey-urdcr only, pleose. Do tige sand. ciish i_u

- @REER,F.RM

. Yes ‘piease sand e, . GEl[ﬁBb .
T C @ sM00ea . $
Yes please ‘sond mg I
T Travelbars - @ @ $15,00 00 sa

- (The Béotake In. a travel

- - cantalner)

- Yag ple;ase send ma P

LAl Natural Up Balm -
K : Y (@ $a.50 tea
El Yes please sepdme o o

Huusy Alirond Guticks Créam
. S @ $3 75 sa
: El Yes please send'me - -
NIghL Moistulizer aream(s)
a>$251§oea ‘

{piease prlnt}

iZIi Yes, please send ma .

G P‘ackages @ $oi ok ¢ &a

-, (Incls Cake, lip tube, c.u'nc]e
' d ;
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Type‘of Work: visual Matcrial

chistfation Number / Date:
. TXRO0G73611%- [/ 1997-01-21

Application Title: Circular label showing a bhee in a circle Lying within a

hexagon,
Title: The bheekeeper's secret.
Deseription: . - Label,

Copyright Claimanl:
- ’ Joyce . Endrody

Date of Creation: 1995

Wames : Endrody, Joyce M.

htip:/eccatalog loe.gov/egi-bin/Pwebrecon.cgi . 71232008
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